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DETAILED ACTION 

1 . This is a NON-FINAL Office action on the merits in response to communications filed 
July 7, 2008. Claims 1 and 13 have been amended. Currently, claims 1-14 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on July 7, 2008 has been entered. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1 and 13 have been considered but are moot 
in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-14 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 : First, claim 1 is directed toward the statutory category of a process. In order for 
a claimed process to be patentable subject matter under 35 U.S.C. § 101, it must either: (1) be 
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tied to another statutory class (such as a particular apparatus), or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing. See Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 
U.S. 63, 70 (1972). If neither of these requirements is met by the claim, the method/process is 
not patentable subject matter under § 101. Thus, to qualify as a statutory process under § 101, 
the claim should positively recite the other statutory class to which it is tied (e.g. by identifying 
the apparatus that accomplishes the method steps), or positively recite the subject matter that is 
being transformed (e.g. by identifying the material that is being changed to a different state). 

Here, claim 1 does not transform underlying subject matter to a different state or thing 
because it merely operates on data associated with a concept to determine a value for the 
concept. Claim 1 is also not tied to another statutory class. Although the claim recites a 
"computerized system" in two instances, both of these recitations are nominal. The first instance 
is recited in the preamble, and the second instance recites that a value is "used" in the 
computerized system," but does not say how it is used. These nominal recitations are not 
sufficient to tie the process of claim 1 to another statutory class. Thus, the claim does not qualify 
as a statutory process under § 101. 

Second, claim 1 contains abstract ideas such as operating on data to produce a statistic 
and determining a value for a concept; therefore, the claim falls within a 35 U.S.C. 101 judicial 
exception. A claimed invention falling within a judicial exception may be statutory if it has a 
practical application; that is, if it produces (1) a physical transformation or (2) a useful, concrete, 
and tangible final result. See AT&T v. Excel Communications Inc., 172 F.3d at 1358, 50 USPQ 
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2d at 1452; State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d at 1373, 
47 USPQ 2d at 1601 (Fed. Cir. 1998). 

As discussed above, the claimed invention does not transform an article or physical 
object to a different state. Therefore, the test for practical application as applied by the examiner 
involves determining whether the claimed invention produces a useful, concrete, and tangible 
final result. Utility may be evidenced by a specific (particular to a subject matter), substantial 
(real-world), and credible (logical) final result. Concreteness may be evidenced by repeatability 
with substantially the same result. Tangibility may be evidenced by a non-abstract real-world 
result. 

Claim 1 lacks a useful final result. The claimed invention is not specific because it is not 
particular to some subject matter. The final result of the method is a value of a concept. 
Although the claim recites possible uses for the value (e.g. in a computerized system and to 
determine the value of an instrument), these uses are not positively recited so as to make the 
claimed invention particular to some subject matter (e.g. finance). Furthermore, the claimed 
invention is not substantial because the result is not a "real-world" result. A concept value is so 
abstract that it is not clear how it would be practically applied in the real world. 

Claim 1 also lacks a tangible final result for the same reasons that it does not produce a 
substantial result (see previous paragraph). 

Because the claimed invention does not produce a useful or tangible final result, it is not 
statutory subject matter under § 101 . 

Third, claim 1 preempts an abstract idea. An Applicant may not patent every "substantial 
practical application" of an abstract idea, law of nature, or natural phenomena because such a 
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patent would "in practical effect be a patent on the [abstract idea, law of nature, or natural 
phenomena] itself" Gottschalkv. Benson, 409 U.S. 63, 71-72, 175 USPQ 673, 676 (1972). In 
the current case, claim 1 recites a method that operates on data to produce a statistic that is used 
to determine a value for a concept, which is an abstract idea. The claim does not recite a specific 
practical application for the method. Although the claim recites possible uses for the value (e.g. 
in a computerized system and to determine the value of an instrument), these uses are not 
positively recited so as to make the claimed invention particular to a practical application. 
Rather, the claim covers any application in which an operation is performed on data to produce a 
quantitative statistic used to determine a value for a concept. Thus, the claim is directed to the 
abstraction itself, which is not patentable subject matter under § 101 . 

Claim 13 : Claim 13 is substantially similar to claim 1 and is rejected under similar 
rationale. 

Claims 2-12 and 14 : The dependent claims are rejected for failing to remedy the 
deficiencies of the claims from which they depend. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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7. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Skinner 
(US 2003/0105677) in view of Chan, "Experimental Markets for Product Concepts." 

Claim 1 : Skinner discloses in a computerized system for allowing transactions in 
instruments, the instruments being capable of being valued based on values of term-based 
concepts, and terms of the concepts being useable in computerized searches, a method for 
valuing a concept comprising a set of one or more terms, the method comprising: 

• obtaining quantitative data associated with at least one of the concept and one or 
more of the terms of the term set (sec paragraph 38 and paragraph 12: lines 1-9, 
disclosing tracking search terms to determine effectiveness based on a number of 
impressions, number of clicks, and number of sales); 

• operating on the data to produce a quantitative statistic (see id., disclosing, inter 
alia, analyzing the data as well as collecting it); and 

• determining a value of the concept based at least in part on the produced statistic 
such that the value is used in the computerized system allowing transactions in the 
instruments (see id., disclosing determining the search terms effectiveness to 
advertising and marketing; paragraphs 12 and 37, disclosing using the value in a 
computer). 

Skinner does not explicitly disclose wherein the value of the concept is used to determine 
the value of one or more of the instruments. 

Chan teaches this limitation (see pages 1-2). Chan discloses virtual stock markets that 
trade virtual securities, the securities being associated with a concept. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to apply the virtual stock market of Chan to value the concepts of Skinner. This 
combination of known elements retains the functionality of the separate elements and produces a 
result that would be predictable to one of ordinary skill in the art. 

Claim 2 : Skinner discloses obtaining quantitative data associated with at least one of 
demand for the concept and demand for one or more of the terms of the term set (see paragraphs 
12 and 37-38, disclosing obtaining demand based on impressions, clicks, and sales; paragraph 
48, disclosing obtaining competitor demand information). 

Claim 3 : Skinner discloses obtaining quantitative data associated with at least one of 
demand for the concept for use in advertising and demand for one or more of the terms of the 
term set for use in advertising (see paragraphs 12 and 38, disclosing obtaining data related to 
advertising and marketing). 

Claim 4 : Skinner discloses measuring the demand for use in advertising based on one or 
more amounts paid for use in advertising (see paragraph 48, disclosing obtaining competitor bid 
information). 



Claim 5 : Skinner discloses measuring the demand for use in advertising based on one or 
more amounts paid for use in advertising, wherein the use in advertising comprises obtaining one 
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or more rights to have an advertisement included in results from one or more computerized 
searches using at least one of the terms of the term set (see id.). 

Claim 6 : Skinner discloses operating on the data by using the data in at least one 
mathematical formula (see paragraphs 44-45; paragraphs 50-60). 

Claim 7 : Skinner discloses collecting quantitative data relating to one or more Pay-Per- 
Click auctions (see paragraphs 5, 8, 20, and 39). 

Claim 8 : Skinner discloses operating on the data by using at least one of a total revenue 
per period calculation, a median revenue per period calculation, an average revenue per period 
calculation, an average of median bidded price calculation, and a median of median clicked price 
calculation, and a median click calculation (see paragraph 38, disclosing determining 
impressions, clicks, and sales per period; paragraph 41: lines 4-10, disclosing recording the 
amount of purchase; paragraph 44: lined 11-15, disclosing calculations with the amount of sales; 
paragraph 53, disclosing profits). 

Claim 9 : Skinner discloses taking at least one measure to prevent intentional 
manipulation of the value of the concept (see paragraph 44, disclosing requiring a minimum 
threshold of actions to ensure accurate data; paragraph 37: lines 11-12, disclosing removing 
duplicate data). 
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Claim 10 : Skinner discloses taking at least one measure to maintain liquidity (see 
paragraphs 16 and 21, disclosing eliminating bid gaps and preventing overbidding, which serve 
to maintain liquidity in an advertiser's account). 

Claim 1 1 : Skinner does not explicitly disclose operating on the data by using a median 
click calculation, and comprising omitting from the median click calculation one or more highest 
and lowest price quantities. 

However, Skinner teaches determining a number of clicks per time period (see paragraph 
38) and using that to determine a reasonable estimate of the expected clicks for a future time 
period (see paragraph 43: lines 10-11). 

Examiner takes Official Notice that it is well known in the statistical arts to average a set 
of data, including using a median value, over past time periods in order to determine an 
expectation for future time periods. Furthermore, Examiner takes Official Notice that it is well 
known in the statistical arts to omit outliers of highest and lowest values from a median 
calculation. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use well-known statistical methods in conjunction with the click data disclosed by 
Skinner. One of ordinary skill in the art would have been motivated to do so for the benefit of a 
more accurate prediction. 



Claim 12 : Skinner does not explicitly disclose omitting from the median click 
calculation the same number of highest price quantities as lowest price quantities. 
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Examiner takes Official Notice that it is well known in the statistical arts to eliminate an 
equal number of outliers from a median calculation. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use well-known statistical methods in conjunction with the click data disclosed by 
Skinner. One of ordinary skill in the art would have been motivated to do so for the benefit of a 
more accurate prediction. 

Claim 13 : Skinner discloses in a computerized system for allowing transactions in 
instruments, the instruments being capable of being valued based on values of term-based 
concepts, and terms of the concepts being useable in computerized searches, a method for 
valuing a concept comprising a set of one or more terms, the method comprising: 

• obtaining quantitative data associated with at least one of demand for the concept 
and demand for one or more of the terms of the term set (see paragraph 38 and 
paragraph 12: lines 1-9, disclosing tracking search terms to determine 
effectiveness based on a number of impressions, number of clicks, and number of 
sales); 

• operating on the data to produce a quantitative statistic (see id., disclosing, inter 
alia, analyzing the data as well as collecting it); and 

• determining a value of the concept based at least in part on the produced statistic 
(see id., disclosing determining the search terms effectiveness to advertising and 
marketing; paragraphs 12 and 37, disclosing using the value in a computer), 
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• comprising taking at least one measure to prevent intentional manipulation of the 
value of the concept (see paragraph 44, disclosing requiring a minimum threshold 
of actions to ensure accurate data; paragraph 37: lines 11-12, disclosing removing 
duplicate data). 

Skinner does not explicitly disclose wherein the value of the concept is used to determine 
the value of one or more of the instruments. 

Chan teaches this limitation (see pages 1-2). Chan discloses virtual stock markets that 
trade virtual securities, the securities being associated with a concept. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to apply the virtual stock market of Chan to value the concepts of Skinner. This 
combination of known elements retains the functionality of the separate elements and produces a 
result that would be predictable to one of ordinary skill in the art. 

Claim 14 : Skinner does not explicitly disclose using a median click calculation in 
determining the statistic, and comprising omitting from the median click calculation one or more 
highest and lowest price quantities. 

However, Skinner teaches determining a number of clicks per time period (see paragraph 
38) and using that to determine a reasonable estimate of the expected clicks for a future time 
period (see paragraph 43: lines 10-11). 

Examiner takes Official Notice that it is well known in the statistical arts to average a set 
of data, including using a median value, over past time periods in order to determine an 
expectation for future time periods. Furthermore, Examiner takes Official Notice that it is well 
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known in the statistical arts to omit outliers of highest and lowest values from a median 
calculation. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use well-known statistical methods in conjunction with the click data disclosed by 
Skinner. One of ordinary skill in the art would have been motivated to do so for the benefit of a 
more accurate prediction. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• US 2004/0 148222 to Sabella et al, directed to a method and system for online 
advertising 

• US 2004/0167845 to Corn et al, directed to determining a minimum price per 
click for a term in an internet auction 

• US 6,269,361 to Davis et al, directed to influencing a position on a search result 
list generated by a computer network 

• US 2003/0212648 to Cunningham et al, directed to influencing a position on a 
search result list 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. Kardos whose telephone number is (571) 270-3443. The 
examiner can normally be reached on Monday through Friday from 9 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Neil R. Kardos 
Examiner 
Art Unit 3623 

NRK 

7/31/08 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



